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DECI S| ON ON APPEAL

This is a decision on the appeal fromthe final rejection
of clains 1-19, all of the clains pending in the present
appl i cation.

The clainmed invention relates to a nethod of operating a

| ocal area network (LAN) that includes a wireless nobile
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station and a plurality of base stations, the base stations
havi ng coverage areas referred to as comuni cati on cells.
More particularly, a handover procedure is provided for
transferring conmunication between one of the base stations
and another as the nobile station | eaves the coverage area of
one cell and enters another. The nobile station nonitors the
qual ity of beacon nessages transmtted froma first base
station and, on determ nation of unacceptable quality, enters
a search node in which the quality of beacon nessages from
ot her base stations is determ ned.

Caimlis illustrative of the invention and reads as
fol | ows:
Caim1l. A nethod of operating a wireless |ocal area network
system having a plurality of base stations and a nobile
station, conprising the steps of:

transmtting beacon nessages fromthe base stations at
regul ar intervals, each beacon nessage including an
identification of the respective base station transmtting

t hat nessage;

operating the nobile station in a normal node wherein
beacon nessages froma first base station only are nonitored;

determ ning a conmunications quality value for the beacon
nessages fromthe first base station;

determning if the comuni cations quality val ue becones
unacceptable, and if so, changing the operating node of the
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nobile station to a search operating node wherein beacon
nessages received fromany of the base stations are nonitored,

sel ecting one of the base stations which provide an
accept abl e communi cations quality value for nonitored beacon
nessages; and

changi ng the operating node of the nobile station to the
nor mal operating node wherein beacon nessages fromthe slected
[sic., selected] base station only are nonitored.

The Exam ner relies on the following prior art:

| maseki 3,913,017 Cct. 14,
1975

Furuya 5,101, 503 Mar. 31,
1992

Nat ar aj an 5,212, 806

May 18, 1993
(Filed Cct. 29, 1990)

St engel (published PCT WO 92/ 14309 Aug. 20,
1992
I nternational Application)

Clainms 1-19 stand finally rejected under 35 U.S.C. § 103.
As evi dence of obviousness, the Exam ner offers Natarajan in
view of I maseki with respect to clainms 1-3, 9-13, and 19,
addi ng Furuya to the basic conbination with respect to clains

4, 5, 14, and 15, and adding Stengel to the basic conbination

with respect to clains 6-8 and 16-18.
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Rat her than reiterate the argunments of Appellants and the
Exam ner, reference is made to the Briefs! and Answer for the

respective details.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejection advanced by the Exam ner and the
evi dence of obviousness relied upon by the Exam ner as support
for the rejection. W have, |likew se, reviewed and taken into
consi deration in reaching our decision, Appellants’ argunents
set forth in the Briefs along with the Examner’s rationale in
support of the rejection and argunents in rebuttal set forth
in the Exam ner’s Answers.

It is our view, after consideration of the record before

us, that the evidence relied upon and the |evel of skill in

! The original Appeal Brief was filed June 5, 1995. 1In
response to the Exam ner’s Answer dated Septenber 5, 1995, a
Reply Brief was filed Cctober 11, 1995. The Exam ner entered
the Reply Brief and submtted a Suppl emental Exam ner’s Answer
entitled “Response to Reply Brief” on February 4, 1997.
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the particular art would have suggested to one of ordinary
skill in the art the invention as set forth in clains 1-3, 6,
7, 9-13, 16, 17, and 19. W reach the opposite concl usion
wWith respect to clains 4, 5, 8, 14, 15, and 18. Accordingly,
we affirmin-part.

Appel I ants have indicated (Brief, page 7) that, for the
pur poses of this appeal, the clains will stand or fal
together in the follow ng groups: Goup | (clains 1-3, 9-13,
and 19), Goup Il (clains 4, 5, 14, and 15), Goup Ill (clains
6 and 16), Goup IV (clains 7 and 17), and G oup V (clains 8
and 18). Consistent with this indication, Appellants have
made no separate argunents with respect to any of the clains
wi thin each group. Accordingly, we will consider the clains
separately only to the extent that separate argunents are of
record in this appeal. Any dependent claimnot argued
separately will stand or fall with its base claim

As a general proposition in an appeal involving a
rejection under 35 U.S.C. 8 103, an Exam ner is under a burden

to make out a prinma facie case of obvi ousness. I f that burden

is nmet, the burden of going forward then shifts to Appellants

to overcone the prim facie case with argunent and/or
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evi dence. (Obviousness is then determ ned on the basis of the
evi dence as a whole and the rel ative persuasi veness of the

argunments. See In re Cetiker, 977 F.2d 1443, 1445, 24 USPQd

1443, 1444 (Fed. Cir. 1992); In re Hedges, 783 F.2d 1038,

1039, 228 USPQ 685, 686 (Fed. Cir. 1986); ln re Piasecki, 745

F.2d 1468, 1472, 223 USPQ 785, 788 (Fed. Cr. 1984); and In re
Rinehart, 531 F.2d 1048, 1052, 189 USPQ 143, 147 (CCPA 1976).
Argunents which Appellants coul d have nmade but el ected not to
make in the Briefs have not been considered in this decision
(note 37 CFR § 1.192).

Wth respect to representative independent claim1 from
the clains of Goup I, the Examner, as the basis for the
obvi ousness rejection, proposes to nodify the wreless
comuni cation system di scl osure of Natarajan. In the
Exam ner’s view (Answer, pages 3 and 4), the skilled artisan
woul d have found it obvious to increase reliability in
Nat ar aj an by addi ng a conmuni cation quality determ ning
feature to initiate a base station search node as taught by
I maseki .

In response, Appellants assert (Brief, pages 11 and 12)
that the Exami ner has failed to provide proper notivation for
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t he proposed conbi nati on of Natarajan and | nmaseki to establish

a prima facie case of obviousness. After considering the
argunments of record, we initially agree with Appellants that,
since Natarajan has an existing signal quality determ nation
feature in place, the need for such a feature as taught by

| maseki is obviated.

On further review and anal ysis of the | anguage of
representative claim1, however, we find Imaseki’s selective
channel comruni cation teachings to be cunulative to that of
Nat arajan. Further, it is our view that the Figure 5
illustration and acconpanyi ng description in Natarajan
di scl oses all of the recited nethod steps of representative
claim1. W note that the relevant portion of claiml, to

whi ch Appel |l ants’

argunents are particularly directed, recites:?

determining if the comrunications quality val ue
beconmes unacceptable, and if so, changing the
operating node of the nobile station to a search
oper ati ng node wherein beacon nessages received
fromany of the base stations are nonitored;

2 Simlar recitations appear in clains 9 and 19, the other
i ndependent cl ai ns on appeal .
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It is our finding that the illustrated flow chart of
Nat arajan’s Figure 5 clearly describes such feature. After a
determination that signal quality in a nornmal operating node
(block A, colum 9, line 28) is not acceptable, a search node
illustrated in the left branch of the Figure 5 flow chart is
initiated to nonitor signals frompotential base station
“owners” of the nobile unit.?

A disclosure that anticipates under 35 U S.C. 8§ 102 al so
renders the clai munpatentable under 35 U.S.C. § 103, for

"anticipation is the epitone of obviousness." Jones v. Hardy,

727 F.2d 1524, 1529, 220 USPQ 1021, 1025 (Fed. G r. 1984).

See also In re Fracalossi, 681 F.2d 792, 794, 215 USPQ 569,

571 (CCPA 1982); In re Pearson, 494 F.2d 1399, 1402, 181 USPQ

641, 644 (CCPA 1974). Thus, we sustain the Exam ner’s
rejection of representative claim1, and clainms 2, 3, 9-13,

and 19 which fall with claim1, under 35 U S.C. §8 103.*

®1In the footnote at the bottom of page 4 of the Reply
Brief, Appellants admt that Natarajan provides a
communi cation quality determi nation feature by nonitoring
accept abl e signal |evels.

4 The Board may rely on one reference alone in an
obvi ousness rationale w thout designating it as a new ground
of rejection. 1n re Bush, 296 F.2d 491, 496, 131 USPQ 263,
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Turning to a consideration of dependent clainms 6, 7, 16,
and 17 which are directed to the use of a background noi se
factor in determ ning signal quality, we sustain the
obvi ousness rejection of these clains as well. 1In the
Exam ner’s anal ysis (Answer, page 5), the skilled artisan
havi ng been notivated by a desire to increase the accuracy of
signal, quality determ nation in the conbi ned system of
Nat araj an and | nmaseki®, would have found it obvious to utilize
a background noise factor in determning signal quality as
taught by Stengel. In our view, the Exam ner’s |ine of

reasoni ng i s reasonabl e enough to establish a prim facie case

of obvi ousness so as to shift the burden to Appellants to cone
forward with argunents and/or evidence to rebut the prim
facie case.

Appel lants’ initial argunent in response (Brief, page 17)
contends that, contrary to the Exam ner’s assertion, Stenge

does not disclose all of the recited limtations of the

266-67 (CCPA 1961): ILn re Bover, 363 F.2d 455, 458, n.2, 150
USPQ 441, 444, n.2 (CCPA 1966).

°® As discussed supra, it is our finding that the teachings
of Natarajan and | maseki are cunul ative to each ot her.
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claimed signal quality determ nation feature. After carefu
review of the Stengel reference, however, we are in agreenent
with the Exam ner’s position as stated in the Answer. In our
view, the passages cited by the Exam ner from page 5 of
Stengel related to the noise/ RSSI anal ysis system di scl ose
Appel I ant s’ background noi se factor as cl ai ned.

Appel l ants’ further argunent that Stengel is deficient
since there is no disclosure of representation of background
noi se as a portion of a base station transmtted beacon
nessage i s equally unpersuasive. Stengel has been cited by
the Examiner for the limted purpose of providing a teaching
of utilizing background noise factors in determ nation of

signal quality. This reference is used in conbination with

Nat araj an whi ch clearly describes analysis of beacon nessages
transmtted frombase stations. One cannot show

nonobvi ousness by attacking references individually where the
rejections are based on conbi nations of references. In re

Keller, 642 F. 2d 413, 208 USPQ 871 (CCPA 1981); In re Merck &

Co., Inc., 800 F. 2d 1091, 231 USPQ 375 (Fed. GCir. 1986).

Therefore, the Examner’s 35 U S.C. 8 103 rejection of

dependent clains 6, 7, 16, and 17 is sustai ned.
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We next consider dependent clainms 4, 5, 14, and 15 and
note that, while we found Appellants’ argunents to be
unpersuasive with respect to clains 1-3, 6, 7, 9-13, 16, 17,
and 19 di scussed supra, we reach the opposite conclusion with
respect to clainms 4, 5, 14, and 15. These clains are directed
to the provision of a second threshold val ue conparison during
the search node following the first threshold val ue conpari son
which initiates the search node feature. To address this
feature, the Exam ner relies on Furuya which discloses a
cordl ess tel ephone systemin which different carrier sensing
threshold values are utilized to prevent interference between
stations. As disclosed, for exanple, at colum 1, lines 23-35
of Furuya, a |l ower threshold value is utilized during system
startup with the threshold val ues being increased during
wi despread use of the system when the nunmber of stations and
conmuni cation traffic has increased.

In response, Appellants assert (Brief, page 15) that the

Exam ner has failed to set forth a prina facie case of

obvi ousness since proper notivation for one of ordinary skil
to make the Exam ner’s proposed conbi nati on has not been
establ i shed. Upon careful review of the applied prior art, we
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are in agreenent with Appellants’ stated position in the
Brief. The nmere fact that the prior art may be nodified in
t he manner suggested by the Exam ner does not make the
nodi fi cati on obvious unless the prior art suggested the

desirability of the nodification. 1n re Fritch, 972 F. 2d

1260, 1266, 23 USPQ2d 1780, 1783-84 (Fed. CGr. 1992). 1In the
present instance, we fail to see how Furuya’ s systemwhich is
designed to assure an enpty channel of comrunication in a
cordl ess tel ephone system woul d have rel evance to the
operation of the cell handover features of the prior art

wi rel ess LAN network of Natarajan or the channel connection
system of I naseki. None of the problens sought to be overcone
by Furuya woul d be expected to exist in the comunication
systens of Natarajan or Inmaseki. Further, the Exam ner has
provi ded no indication as to how and in what manner the

di scl osures of Natarajan and/or |maseki would be nodified with
the addition of Furuyama to arrive at the clained invention.
In our view, the only reason on the record for the skilled
artisan to nodify Natarajan or Imaseki in the manner suggested
by the Exam ner woul d be through inperm ssible hindsight
reconstruction of Appellants’ invention.
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We further find Appellants argunments to be convincing
with respect to dependent clains 8 and 18. These clains
provide a nore detailed recitation of the background noi se
factor in determ ning signal quality discussed supra with
respect to the Exam ner’s addition of Stengel to address the
features of clains 6, 7, 16, and 17. |In particular, clains 8
and 18 include a specific recitation of the determ nation of
t he maxi nrum val ue of the background noi se | evel of the nobile
station and the base station in the received beacon nessage.
W agree with Appellants that, contrary to the Examner’s
assertion, the total noise power determ ned by Stengel does
not nmeet the specific requirenents of the clainmed maxi mum
val ue determ nati on.

Since, for all of the reasons di scussed above, we are of
the opinion that the prior art applied by the Exam ner does
not support the obviousness rejection, we do not sustain the
35 U.S.C. 8 103 of dependent clainms 4, 5, 8, 14, 15, and 18.

I n concl usion, we have sustained the Examner’s 35 U. S.C
8§ 103 rejection of clains 1-3, 6, 7, 9-13, 16, 17, and 19, but

have not sustained the 35 U S.C. §8 103 rejection of clains 4,
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5, 8, 14, 15, and 18. Accordingly, the decision of the

Exam ner rejecting clains 1-19 is affirned-in-part.

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART

JAMES D. THOVAS )
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